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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re GoSM LE, | NC
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H Jay Spiegel of H Jay Spiegel & Associates for GoSM LE
| NC.

Henry S. Zak, Trademark Exam ning Attorney, Law Ofice 108
(Andrew Lawr ence, Managi ng Attorney)

Before Hairston, Walters and Wal sh, Adm nistrative
Trademar k Judges.

Qpi nion by Wal sh, Adm nistrative Tradenark Judge:

On May 29, 2003, GoSM LE, INC. (applicant) filed an
intent-to-use application to register GOSM LE PMin
standard-character formon the Principal Register for goods
identified as “toothpaste marketed and sold in high end
retail departnent stores as well as in spas, salons,
resorts, doctors' offices, dentists' offices, and high end

hotels” in International Cass 3. Applicant disclained
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“PM in response to the examning attorney’s requirenent to
do so.!

The exam ning attorney refused registration under
Section 2(d) of the Trademark Act, 15 U S.C. § 1052(d),
based on a likelihood of confusion with Reg. No. 2574192 on
the Principal Register for the mark P.M in standard-
character formfor goods identified as “toothpaste and
tooth gel” in International Cass 3. The registration
clains both first use anywhere and first use in conmmerce in
Septenber 1999. The registration issued on May 28, 2002,
and is currently active.

Appl i cant responded to the refusal; the exam ning
attorney made the refusal final; and applicant filed this
appeal. The Board held an oral hearing in the case at
applicant’s request on Septenber 20, 2005. W affirm

Section 2(d) of the Act precludes registration of an
applicant’s mark “which so resenbles a mark registered in
the Patent and Trademark Office . . . as to be likely,
when used on or in connection with the goods of the
applicant, to cause confusion . . .” I1d. To determne

whet her there is a likelihood of confusion, we nust

! Applicant also claimed ownership of Reg. No. 2566285 for
GOSM LE for “tooth whitening system conprised of peroxide gels”
whi ch was assigned to applicant in a docunent recorded at Reel
2892, Frame 0509.
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consider all evidence of record bearing on the factors

delineated in Inre E. |I. du Pont de Nempburs & Co., 476

F.2d 1357, 177 USPQ 563, 567 (CCPA 1977). Here, as is
often the case, the crucial factors are the simlarity of
the marks and the simlarity of the goods of the applicant

and registrant. Federated Foods, Inc. v. Fort Howard Paper

Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

The Goods and Channel s of Trade

Appl i cant does not argue that its goods differ from
those of the registrant. Both the application and
regi stration include “toothpaste.” On that basis al one we
conclude that the goods are, at least in part, identical.
The registration also includes “tooth gel” which is not
only closely related but functionally identical to
appl i cant’ s goods.

Appl i cant al so acknow edges explicitly that the trade-
channels Iimtations set forth inits application fail to
di stinguish applicant’s trade channels fromthose of the
regi strant because the registration does not specify any
trade-channel limtations. Applicant states, “. . . as a
matter of law, the Board nust assune that the goods in the
registration nove in all channels of trade that would be
normal for such goods and that the goods woul d be purchased

by all potential purchasers for such goods. 1In re El baum
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211 USPQ 639, 640 (TTAB 1981).” See CBS Inc. v. Morrow,

708 F.2d 1579, 218 USPQ 198, 199 (Fed. Cr. 1983); Inre

Mel ville Corp., 18 USPQ2d 1386, 1388 (TTAB 1991). The

unrestricted trade channels for the “toot hpaste and tooth
gel” identified in the registration logically enconpass the
nore specific trade channels set forth in the application.
Therefore, we also conclude that the channels of trade for
t he goods of applicant and registrant are identical, at
| east in part.

In fact, applicant argues that the only du Pont factor
we nust consider is the simlarity of the marks stating,
“ in one respect Applicant and the Exam ning Attorney
are in agreenent — DuPont factor no. 1 [simlarity of the
mar ks] is dispositive of the issue of |ikelihood of
confusion.” However, before noving to the discussion of
the marks, we enphasi ze the inportance of our concl usion
t hat the goods and channels of trade for applicant and
registrant are identical, as the exam ning attorney did.
The conclusion is critically inportant inits ow right and
in our consideration of the marks. The Court of Appeals
for the Federal Circuit has observed that the degree of
simlarity between the marks necessary to support the
conclusion of likely confusion declines when the goods are

identical. Century 21 Real Estate Corp. v. Century Life of
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Anerica, 970 F.2d 874, 23 USPQ2d 1698, 1701 (Fed. Cr

1992), cert. denied, 506 U S. 1034 (1992).

The Mar ks
To determ ne whether the marks are confusingly
simlar, we nust consider the appearance, sound,

connotation and conmerci al inpression of each mark. Pal m

Bay Inports Inc. v. Veuve Cdicquot Ponsardin M son Fondee

En 1772, 396 F.3d 1369, 73 USPQ2d 1689, 1692 (Fed. G
2005) .

Applicant summarizes its argunment regarding the marks,
as follows:

(1) The dom nant feature of Applicant’s mark is

GOSM LE;

(2) The feature in comon between the two nmarks in
question has been disclainmed in the Appellant’s mark
as descriptive. “P.M” is an extrenely weak mark

(3) The first portion of a conposite mark is often

t hat which catches the consuner’s eye;

(4) Wiile the Board considers the mark as a whole in
determ ning the issue of |ikelihood of confusion, the
Board is permtted to give greater weight to the

dom nant portion of a mark in |ikelihood of confusion
anal ysi s.

The essence of the exam ning attorney’s argunent is,
as follows, “. . . the addition of the applicant’s house
mark to two otherw se identical marks will not obviate
l'i kel i hood of confusion under the provisions of Section

2(d) of the Trademark Act. Furthernore, the addition of

GOSM LE does not substantially alter the neaning or
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comercial inpression of the letters PMshared in each
mar k. ”

We begin by discussing the “neani ng or conmerci al
i npression of the letters PM” As indicated above, the
exam ning attorney required applicant to disclaim®“PM and
applicant conplied. In its brief applicant quotes fromthe
exam ning attorney’'s explanation of the requirenent to
disclaim“PM: “The wording is nerely descriptive because
it identifies the period of use of the toothpaste — in the
evening and afternoon hours or in the PM” Applicant then
concl udes, “Thus, the descriptive subject matter ‘PM has
been disclainmed by the Appellant.” Later in the brief
applicant states further, “There is no finding in this
appeal that Church & DM ght’'s [registrant] mark P.M has
acquired secondary neaning. . . . there is no evidence that
the mark has been used substantially exclusively and
continuously in conmerce, for at least five years, as
requi red by the Lanham Act for a show ng of acquired
di stinctiveness.”

These argunents serve as the foundation for
applicant’s core argunent that the cited mark, “P.M,” is
weak. However, applicant has neither offered evidence
indicating that PMis nerely descriptive for toothpaste or

tooth gel, nor has applicant offered any explanation of its
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own as to why PM woul d be perceived as nerely descriptive
of these goods. Instead applicant relies on the
explanation in the office action. Wile the exam ning
attorney offered an expl anation for the disclainer
requi renent, he did not offer any evidence to support the
requirenment. Accordingly, there is no evidence of record
indicating that PMis nerely descriptive of toothpaste or
tooth gel. 1In the absence of such evidence there is no
basis to conclude that the exam ning attorney’s
“expl anation” accurately reflects the consuner perception
of PMin connection with toothpaste or tooth gel.
Furthernore, contrary to applicant’s argunent, the
nmere fact that the exam ning attorney required a disclainer
and applicant provided one by no neans establishes that PM
is merely descriptive for toothpaste and tooth gel. As the
Court of Appeals for the Federal Circuit cautioned,
The technicality of a disclaimer in National’s
application has no | egal effect on the issue of
I'i kel i hood of confusion. The public is unaware of
what words have been di sclained during the prosecution
of the trademark application at the PTO. It appears
that National voluntarily disclainmd these words, as a
tactical strategy, believing it would assist in
avoi ding a holding of |ikelihood of confusion with the
cited mark. However, such action cannot affect the
scope of protection to which another’s mark is

entitl ed.

In re National Data Corp., 753 F.2d 1056, 224 USPQ 749, 751

(Fed. Gir. 1985). This caution is particularly conpelling
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in a case such as this where there is no evidence that the
disclaimed termis nerely descriptive of the goods in

guestion. 1d. at 752. Cf. Inre D xie Restaurants, Inc.,

105 F. 3d 1405, 41 USP@d 1531, 1534 (Fed. Cr. 1997).

More inportantly, the cited registration for the mark
P.M by itself in standard-character formis on the
Principal Register. As such the registered mark, P.M,
must be accorded all of the presunptions under Trademark
Act Section 7(b), 15 U . S.C. 8 1057(b), including the
presunption of its validity and of the registrant’s
exclusive right to use the registered mark. 1d.
Applicant’s argunents that the mark is nerely descriptive
is an inperm ssible collateral attack on the validity of

the cited registration. 1In re Dixie Restaurants, Inc., 41

USPQ2d at 1534. Likew se, applicant’s argunent that the
regi strant should be required to show acquired
di stinctiveness is msplaced. That suggestion too inplies
that the cited registration is not valid. Therefore, we
reject applicant's argunent that “P.M” is nerely
descriptive, and therefore, weak.

Applicant also attenpted to establish that “P.M” is
weak through the use of Patent and Trademark O fice (“PTO)
records. Wth its appeal brief applicant for the first

time provided a list of PTO applications and regi strations
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for marks which included “PM with “PM disclainmed. The
exam ning attorney objected to this evidence in his brief
and otherwise did not treat it as being of record. 1In
response to the objection, applicant provided certified
copies of certain of these records. W reject this
evidence as untinely and have not considered it.? Tradenark
Rul e 2.142(d) requires that evidence be submtted before

appeal. See also In re Psygnosis Ltd., 51 USPQRd 1594,

1596 (TTAB 1999). Applicant could have submtted the
evidence in its response to the initial refusal or with a
request for reconsideration after the final refusal but
failed to do so.® Again, we conclude on this record that
the mark in the cited registration is neither nerely
descriptive, nor highly suggestive, nor otherw se weak, but

distinctive as applied to toothpaste and tooth gel.

2 Applicant’s subm ssion of new evidence with its brief was both
late and not in proper form The subsequent subm ssion of
certified copies of PTO records addresses the formissue but does
not and cannot cure the | ateness issue.

3 Even though we reject the evidence as untinely we al so note
that, even if we had considered it, we would reach the same

concl usions here. Many of the records relate to pending
applicati ons and woul d not be considered in any event. { anorene
Prods. Corp. v. Earl Gissner Co., Inc., 203 USPQ 1090, 1092 n. 5
(TTAB 1979). Furthernore, none of the registrations submtted
cover toothpaste or tooth gel, and consequently, would have
little probative value on the strength or weakness of PM as
applied to these goods.
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Next we must consider whether the addition of GOSM LE
is sufficient to distinguish applicant’s mark fromthe
registered mark. First, we note the exam ning attorney’s
characterization of GOSM LE as a house mark or trade nane.
Applicant has, in effect, acknow edged the accuracy of this
characterization. Applicant is identified as GoSM LE, Inc.
in this application, and applicant refers to “GOSM LE’ as a
“version of its house mark” in its brief. There is no
actual evidence of record to show use of GOSM LE as a house
mark or trade nane. \Wether or not GOSMLE is a house mark
or trade nane begs the question. The fundanmental inquiry
is whether the full mark GOSM LE PM woul d be perceived as
identifying a different source than P.M when used on the
sanme goods, or whether it is likely to cause confusion with
the registered P.M nark.

GOSM LE and PM are not conbined in a manner which in
any way alters the inpression of PMalone. Stated
otherwi se, in the case of applicant’s mark the whole is no
nmore than the sumof its parts. Consequently, the
commercial inpression applicant’s mark projects is that of
a conbination of two el enments which are distinct and each
of which is distinctive. Therefore, we agree with the
exam ning attorney that applicant’s mark, consisting of

GOSM LE conbined with the cited registered mark in its

10
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entirety, is likely to cause confusion.* Saks & Co. v. TFM

I ndus. Inc., 5 USPQd 1762, 1764 (TTAB 1987); In re

Christian Dior, S A, 225 USPQ 533, 534 (TTAB 1985); Key

West Fragrance & Cosnetic Factory, Inc. v. The Mennen Co.,

216 USPQ 168, 170 (TTAB 1982); In re Cosvetic Laboratories,

Inc., 202 USPQ 842, 845 (TTAB 1979). In fact, whether or
not GOSM LE is characterized as a house mark, the

conmbi nation of GOSM LE with PM here, as is often true with
conbi nations of house marks with other marks, nay aggravate
rather than dimnish the |ikelihood of confusion. See,

e.g., Inre Christian Dior, S. A, 225 USPQ at 534.

Contrary to applicant’s argunent, consuners are just as
i kely and perhaps even nore likely to view GOSM LE PM as
i dentifying another product fromthe ower of the P.M mark
as they are to viewit as a new product fromthe owner of
t he GOSM LE nmar k.

Furthernore, the inpact of applicant’s GOSM LE mark
conbined with the registered mark on the conmerci al
inpression is such that the placenent of GOSMLE first in

applicant’s mark in no way di mnishes the |ikelihood of

* W recogni ze that the registered mark is P.M and that
applicant’s mark is PM without periods. For purposes of

eval uating |ikelihood of confusion, this is an inconsequenti al
di fference because consuners typically retain a general rather
than a specific inpression of tradenmarks. Sealed Air Corp. v.
Scott Paper Co., 190 USPQ 106, 108 (TTAB 1975).

11



Ser No. 76518244

conf usi on. Cf. Presto Prods. Inc. v. N ce-Pak Prods. Inc.,

9 USPQ2d 1895 (TTAB 1988).

There are, of course, differences between the marks in
appearance and sound. However, the simlarities in
appear ance, sound, connotation, and particularly the
simlarity in commrercial inpression, resulting fromthe
addition of GOSMLE to the registered P.M mark override

those differences.® Saks & Co. v. TFMIndus. Inc., 5 USPQd

at 1764. Wiether PMis the dom nant elenent in applicant’s
mark is not the ultinmate question. The ultinmate question
is whether the conbination of GOSMLE with PMalters the
registered mark in a way which wll avoid confusion. W
conclude that it wll not. Therefore, we conclude further
that the marks, when viewed in their entireties, are
simlar.

Lastly, applicant has gone to great |engths to discuss
and di stinguish cases cited by the exam ning attorney.
Suffice it to say that we have considered this discussion
carefully and found it unpersuasive. |In the end we nust

deci de each | i kel i hood- of -confusi on case on its uni que

® In deternining whether marks create simlar or distinct

commerci al inpressions, any doubt must be resolved in favor of
registrant. Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ 937,
939 (Fed. Cir. 1983).

12
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facts. See In re Cosvetic Laboratories, Inc., 202 USPQ at

843-44 and cases cited therein.

Concl usi on

After considering all of applicant’s argunents and
evi dence bearing on the du Pont factors, we conclude, on
this record, that there is a |likelihood of confusion
between applicant’s mark and the cited registered mark. W
conclude so principally: (1) because the goods and
channel s of trade for the goods of applicant and regi strant
are, at least in part, identical, and (2) because the cited
mar k consists of the distinctive letters P.M al one and
applicant’s mark consists of GOSM LE PM a conbi nation
which fails to distinguish applicant’s mark fromthe cited
P.M mark. Finally, to the extent that any of applicant’s
argunents rai se any doubt regarding |likelihood of confusion
we note that any doubt on this issue nust be resolved in

favor of the prior registrant. In re Hyper Shoppes (Chio)

Inc., 837 F.2d 463, 6 USPQ@2d 1025, 1026 (Fed. G r. 1988).

Deci sion: The refusal to register applicant’s mark

under Section 2(d) of the Act is affirned.
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